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Who we are

Canada’s leading IP law firm
with expertise at the interface of
technology and business law

» Expertise in all areas of IP
« 130+ years serving clients

Ottawa

Calgary

* 100+ lawyers, agents and technical consultants
8,000+ patents & trademarks filed annually
* Litigation bench strength and record of success

Vancouver Montreal

Toronto
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» CIPO will not correspond with g g
5 B This is a courtesy letter, no response is required.
foreign representative of
I nte rnatlonal Reglstratlon The designation notification we have received regarding
this application identifies you as the applicant's
representative before the International Bureau of the
World Intellectual Property Organization (WIPQ)
Pursuant to the Canadian Trademarks Regulations,
persons wishing to represent others before the Office of
the Registrar of Trademarks of the Canadian Intellectual
Property Office must reside in Canada and be on the
Canadian list of registered trademark agents.
Please note that courtesy copies of the notifications sent
to WIPO as required by the Madrid Protocol as well as any
other future correspondence from our Office will be sent
directly to the applicant or the appointed Canadian
trademark agent.
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Foreign Applicant or
C d WIPO
orrespondence ‘ Agent CDN Agent
Courtesy Letter upon designation v
Approval Notice v
Total Provisional Refusal (i.e. First Examiner's Report) v v
Maintaining objection raised in TPR (i.e. further Examiner’s v
Report, no new objections)
Notice of Default v
Refusal (with appeal deadline) v
Confirmation of Total Provisional Refusal (i.e. Notice of v
Abandonment, or refusal after expiry of appeal period)
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Confusing provisional refusals

* Provisional Refusals
from CIPO are very
confusing

* They are also very
long

* What is the
Examiner objecting
to?

* Only 2 minor
objections

Office making the Aotification:
Canatan Nk Propety Oiica

Number of the International registration
——

Name of the holder

Infarmation concerning the tyne of provisional refusal
Total provisicnal refusal based on an ex afficio examinatian

Infarmation concerning the scope of the provisional refusali
Total provisional refusal affects &1 the goods andior services

Grounds for refusal [{where applicable, see item VIlI]:

m.g.n 15,2021, A1
rdicate the file number.

ceTespondRnce. rti:tx(ngnﬁ Fraimect apcatin must

This Fratocal application has been examined under the provisions of the Trademarks
Act and Trademarks Reguiations

i compliance with paragraph 14 of the Trademarks Regulaticrs, the apgkcant is
e o prcwide 3 ransatian (€ any) o Englih cr French ofal wards In any
t e in the trademark.

requ
e langusge

Bt of the aforementioned translation, the Registrar may refuse

he Protocol
view of 8l provjons under secton 37 of the Trademarks Act
rourde:

Lpan
soplicatio
or the follo

arsgraph L2(L)1c) and 371110} of he Trademarks At fthe rademak is
sidorod 1 b4 th o gocrls

) th Applicant is N0t the

entitied ta mqrnmn o the ok tec.n:n i 5 confusing with ancther
af v application is pending: and

F the trademark is rat dist

. Infermation relating to an

ATy COMMENts ¥ou may wish ta sutmit

receive cansiceration

Purssaet t paragraph 30021Ca) of the Tradensadks Aet & ap) .
FagiStration of & trademark MUSL CNLaIn 3 SLAlEMen in crdinary commercial tomis of
e mocaced Goods or SENCEs FUTHENMOre section 29.of e Trademarks
wgulatiors ruquires that ¢ st descrne euch ofthose goods or
SOIMCES I & MANT Gt |ANLEs & SRACHE G904 af Srvice. I i Cor T
Tokowin 90ds 3 Services Are notIn Shecifc ang rcinary sommercal s

nat the

isory sordices ralating ta asphating (Case 37}

1L a
A peling [Class 40

By iy of exaenpli only the fallowing weud 56 acceptable

1. advisory senices inthe fiekd of asphaltng (Siss 371
I Recyclng of wacts (Class 0]

ramgies are ot an
o used a
Tequremencs

o selption of the spplcans goscs o servce,
0 ¥ termere

For further guidance on regefrs

0 Tradarmarks Act &

Faguiaticns,

The srglcant is required to fle an amen
E0th CIPD webiita atwiw.ipoic.gc.ca o R
following

e or by ma e

wgistrar of Tradomarks

Gatinma

IFthe spmicant has any specific questions n respect of this Office action, piemse
Contac o einas Sravinsr Basga rors (at o gnars

assistance with filing of the revised Protocol applic ueries about th
A APALCAEon of ACRpE fCorfeaperidence. 04 Moy CortAck vt Clart Seven
Contre tal e t 1-686-597-1936

Yours

Dana Lee.
Examoator

4"

o G155 2070

liar mark:
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Confusing provisional refusals

fi Filing date and numbes, and, It any. pricrity dabe:
Mt appleat

[i]  Registration date and number [ avalabiel:
hct appicatie
(1 Name and address of the ower:

Mot apphcale

Reproduction af the mark:
hct appicatie

v} List of the relevant goods andjor serdices |
arlier application or registrasion;
Mot apgpbcatle

WL Corrusponding essartial provisions of the applicalile la

Faragraph 314 cf the Tracemarks Regulatons

DG Information relating to the pessibility to request & review or file an appeat
0 Time fimit for ragusesting review of apgeal;

20210810

Aatharity 1 which such raquest for review or appeal chould be mads:

Resrar of Trademaris

Whether e quss e A or 83088 has tOLSTIAIn 4 spacic gt
Tugh the intermed. 8 reprazentatie whoze sddn

Yoy of e Cortratime P
Comepandence must be in Fromch or Englth

Wl Dther requirements, # any:
Wk appicatle

X Signature or official seal of the Dffice making the notification:

Registrar of Trademarks

is llst may be in the language of the

age
s within the

XI. Date of notification to the International Burea
2021-02-10

* 4 pages to raise 2 minor issues!
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Inherent distinctiveness

New type of objection: mark is not inherently distinctive

* Well-known places (London)
 Designs that look like the goods/services
(an ordinary drawing of a dog for dog food)
* Names of colours common for the goods
(WHITE for paper)
* One or two letter or number marks (X or 5)
» Laudatory terms/phrases
(WONDERFUL, WORLD’S BEST)

SMART s BIGGAR
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Other examples of mark not inherently distinctive:

e mark is primarily merely a surname
* mark is clearly descriptive
* mark is non-traditional ...

— shape of goods/packaging, sound,
colour per se, taste, scent, texture
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Inherent distinctiveness

Two (and a half) ways to overcome not inherently distinctive objection:

i. argue that mark has some ii. file affidavit evidence of significant reputation

inherent distinctiveness (distinctiveness / secondary meaning)
as of Canadian filing date

» must establish that a significant portion of Canadian
target market would have been exposed to mark as of
Canadian filing date

 If evidence of distinctiveness only in a part of Canada,
then registration will be limited to that part

SMART s BIGGAR
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Specificity of goods and services

» Goods & services must be described:
* in “ordinary commercial terms”

* in “a manner that identifies a specific
good or service”

» CIPO’s requirements are some of
the strictest in the world

Tip: File broadly; narrow only if required by CIPO

SMART s BIGGAR
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Final Refusal

Previously >> Now >>

» Refusals in examination almost » CIPO will start issuing final refusals

Tel-E R * Where second or subsequent

response does not raise new
arguments

 Right of appeal to Federal Court
within 2 months

Tip: Put “best foot forward” to reduce risk of final refusal
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Divisional applications

 Applications can be divided
 Useful where:

* Objection raised during
prosecution only relates to
subset of goods/services

* Opposition only relates to
subset of goods/services

Tip: Consider filing divisional application to mitigate risk of final refusal
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Examination delays
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* Time between filing and
examination significantly
increased

* Direct >> 30 months!
* Madrid >> 18 months

CIPO is working on reducing delays:

» Hiring more staff

* No more suggestions on
acceptable goods/services
in first report

» Fast-track for applications with
pre-approved goods/services

* Final refusals

* Expedited examination

SMART s BIGGAR
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Examination delays
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Expedited examination now available:

» Court action underway in Canada

» Combatting counterfeit products at Canadian
border

 Registration required to protect IP from being
“severely disadvantaged” on online
marketplaces

 Registration required to preserve priority claim
following request from foreign IPO

» Application for COVID-related
products/services

« If request is accepted

« Office will examine application
“as soon as possible”

« Advantage could be lost if applicant
requests EOT or misses deadlines

SMART s BIGGAR
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Top tips when designating Canada
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01

Designate early

02 03

Appoint Be prepared to

Canadian agent establish
inherent or
acquired

04

File
comprehensive
arguments in
response to

05

Consider

whether eligible
for expedited
examination

objections

distinctiveness
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Questions?

SMART s BIGGAR

18

© Smart & Biggar LLP 2021



